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DETAILED ACTION 

Drawings 

The drawings received on 04 November 2009 are accepted. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 , 2, 7, 1 0, 1 3-20, 42, 43 and 46-50 are rejected under 35 U.S.C. 1 03(a) 
as being unpatentable over Lai (5,509,328) in view of Carden (6,284,014). 

Lai discloses a device comprising a first elongate member 10 having a female 
connector with opposed arms 13 and a second elongate member 20 having a male 
connector 40 adapted to mate to the female connector (see Fig 2). The members are 
adjustably coupled to one another. A fastening element locks the elongate members in 
a fixed position. The devices are angularly adjustable in a single plane. The opposed 
arms define a recess for receiving the male connector. The device includes a bore 14 
extending through the opposed arms on the female connector and through the male 
connector, and a central mating element 51, 52 extending through the bore for mating 
the male and female connectors together. The central mating element comprises a 
cylindrical member 51 . The device rotates about this member when it is in a loosened 
state. The cylindrical member is fixedly coupled to a portion of the female connector, 
and the male connector is free to rotate about the cylindrical member when loose. The 
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fastening element is effective to engage the cylindrical member to prevent movement of 
the male connector relative to the female connector when tightened. The fastening 
element comprises a slot 43 extending through the male connector such that the male 
connector is in the form of a clamp, and wherein the device further comprises a 
threaded fastener 44 adapted to engage and mate with the male connector to clamp the 
cylindrical member within the bore. The female connector and male connector rotate 
about a central axis extending substantially perpendicular to an axis of the first and 
second elongate members. The fastening element is adapted to extend into a 
connector along an axis that is substantially parallel to the plane of adjustability. The 
diameter of the first and second elongate member appears to be generally the same 
with the diameter of portion 20 being only slightly larger than that of portion 1 0. A 
terminal end of the second elongate member (e.g., the flush surface that mates with 
portion 32) is at a 90 degree angle to a longitudinal axis of the second elongate 
member. Lai does not explicitly recite the material from which the device is formed. 
However, Carden teaches a matrix alloy composition comprising titanium that can 
advantageously be used in both bicycles and in medical implants in order to provide 
increased rigidity and strength and decreased weight (see, e.g., col. 1, lines 15-34; col. 
4, lines 5-41; and col. 16, lines 15-17). It would have been obvious to have formed the 
device of Lai from a matrix alloy compostion comprising titanium, in order to make the 
device stronger, more rigid and lighter. The resulting structure would inherently be 
biocompatible. Moreover, it also would have been obvious to have formed the device of 
Lai from, e.g., titanium, since it has been held to be within the general skill of a worker in 
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the art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 1 25 USPQ 416. It is noted that titanium 
is a common material for devices of the type set forth by Lai for its light weight and 
strength and titanium is also a widely recognized biocompatible material for medical 
implants. Screws 35 and 36 are anchors and are capable of being secured to spinal 
bone. 

Allowable Subject Matter 

Claims 8 and 9 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Response to Arguments 

Applicant's arguments filed 04 November 2009 have been considered but are not 
fully persuasive. 

Regarding the Yue reference, Applicants arguments corresponding to the 
amended claims are persuasive for the reasons advanced by Applicant (see, e.g., page 
8, lines 3-6). 

Regarding the Lai reference, Examiner maintains the rejection. A comparison of 
the device of Lai (see, e.g., Fig. 2) and that of Applicant (see, e.g., Fig. 1 A) show 
effectively identical structure. Even the material from which devices such as that 
disclosed by Lai are commonly formed (e.g., titanium) is a well-known implant material. 
Given that a patent directed to an apparatus should not be given simply for a new use of 
old structure, and the only possible differences between the applied art and Applicant's 
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invention are at most some minor alleged difference between certain grades of titanium, 
and an intened use, the rejection is maintained. Applicant has not presented any 
evidence that screws 35 and 36 somehow would not be capable of being used with 
bone. There is no "standard" bone screw and there is nothing to prevent screws 35 and 
36 from, for example, passing through or being attached to a hole in bone such as in a 
portion of a spine. Regarding the biocompatibility of the material disclosed in Carden, a 
"prosthesis" is a device that replaces internal and external body parts and therefore 
encompasses implantable medical devices. Moreover, the statement in Carden that 
strength and light weight are important for medical applications (see, e.g., col. 16, lines 
15-17) further supports the fact that a prosthesis refers to devices that replace both 
internal and external body parts. It is also noted that Applicant alleges that "ASTM 
recognizes 38 different grates of titanium alloy, not all of which are biocompatible and/or 
suitable for implantation" but does not produce any evidence of the same in the reply. 

Finally, the device of Lai as modified is reasonably considered analogous art. 
See, for example, Stevenson v. International Trade Comm., 612 F.2d 546, 550, 204 
USPQ 276, 280 (CCPA 1979) ("In a simple mechanical invention a broad spectrum of 
prior art must be explored and it is reasonable to permit inquiry into other areas"). See 
also In re Bigio, 381 F.3d 1320, 1325-26, 72 USPQ2d 1209, 1211-12 (Fed. Cir. 2004). 
The prior art is in the field of adjustable structures, like the invention of Applicant. 
Moreover, the reference has effectively identical structure, so it cannot be asserted that 
it somehow is not reasonably pertinent to the particular problem with which the inventor 
was involved. That Lai as modified is intended to be used in a different application and 
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might be classified in another location does not equate to non-analogy. Quite the 
contrary, the courts have found that "the similarities and differences in structure and 
function of the inventions carry far greater weight" than where the inventions may be 
classified, (emphasis added by Examiner) In re Ellis, 476 F.2d 1370, 1372, 177 USPQ 
526, 527 (CCPA 1973). (The structural similarities and functional overlap between 
references were readily apparent, and therefore the arts to which the reference patents 
belonged were reasonably pertinent to the art with which appellant's invention dealt). 
Here, the structural similarities are beyond "readily apparent," they are striking. If a 
device as structurally similar to Applicant's device as that of Lai cannot be applied to 
reject the claims, it is unclear why "in a simple mechanical invention a broad spectrum 
of prior art must be explored" at all, as it was previously noted the courts have held. 
There would be no purpose in "exploring a broad spectrum of art" and "inquiring into 
other areas" if effectively identical art is discarded due merely to a different intended 
use, while other factors carry more weight. Therefore, as Applicant's device is a simple 
mechanical invention, the applied art can be seen as analogous, as set forth above. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Comstock whose telephone number is (571) 272- 
4710 (a detailed message should be left if Examiner is unavailable). If attempts to 
reach the Examiner by telephone or voicemail are unsuccessful, the examiner's 
supervisor, Eduardo Robert, can be reached at (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/David Comstock/ 

Examiner, Art Unit 3733 

/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



